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DETAILED ACTION 

Election/Restrictions 

Applicant's election of Group II in the reply filed on August 8, 2007 is acknowledged. 
Because applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse (MPEP 
§ 818.03(a)). Applicant has canceled the claims drawn to the invention of the nonelected group; 
therefore no claims are being withdrawn due to the election. The restriction is deemed proper 
and thereby made FINAL. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 

(1966), that are applied for establishing a background for determining obviousness under 35 

U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

The four factual inquiries of Graham v. John Deere Co. have been fully analyzed and 
considered in the rejections that follow. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kanno et al. 
(U.S. Patent No. 6,153,698) in view of Harashima et al. (U.S. Patent No. 5,837,793) and 
Fukunaga et al. (U.S. Patent No. 5,803,887). 

Kanno et al. teach a silicone composite powder where a silicone rubber fine particle core 
is coated with a silicone resin (see column 9 lines 52-55). Kanno et al. also teach that this core 
is spherical (see column 9 line 67-column 10 line 1). Further, Kanno et al. teach 
polymethylsilsesquioxane as a silicone resin and exemplify a particular 1-30|xm in diameter 
composite powder where it is a component (see column 9 lines 27 and 31-34 and column 12 
lines 31-32 - Fukunaga et al. teach this same composite particle as a polymethylsilsesquioxane 
structured as a 2-ply particle with a silicone rubber core coated with the silicone resin in column 
4 lines 57-60 and 64-66). Although Kanno et al. do teach a silicone rubber core comprising the 
monomer unit dimethyl polysiloxane, they do not specifically teach polydimethylsiloxane (see 
column 9 lines 57-66). Harashima et al. teach a silicone rubber powder that is 
polydimethylsiloxane (see claim 5). Therefore it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to prepare the silicone composite particle of Kanno 
et al. with the known silicone rubber, polydimethylsiloxane, and polymethylsilsesquioxane. The 
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modified Kanno et al. reference does not teach a diameter range of 2-1 Onm explicitly. However, 
at the time of the claimed invention, it would have been well within the purview of one of 
ordinary skill in the art at the time of the invention to optimize such a parameter as a matter of 

routine experimentation, particularly since Kanno et al. do teach a slightly broader diameter 
range that encompasses the claimed range. Thus claim 25 is obvious over Kanno et al. in view 
of Harashima et al. and Fukunaga et al. 

Claims 25-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kanno et 
al. in view of Harashima et al. and Fukunaga et al. as applied to claim 25 above, and further in 
viewof Tamori et al. (U.S. Patent No. 6,726,997). 

Kanno et al. in view of Harashima et al. and Fukunaga et al. make obvious a silicone 
composite powder with polydimethylsiloxane and polymethylsilsesquioxane. Instant claims 27 
and 29-34 are product-by-process claims that add no structural limitations to the claimed 
product. According to MPEP 2113, "'[E]ven though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process.' In re Thorpe, 
777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985)." Therefore the limitations of these 
claims are automatically met when the limitations of the actual product are met (e.g. instant 
claims 25 and 26). The configuration taught by the modified Kanno et al. reference is a coated 
core, however, the combination of the two silicone components in a single powder has a limited 
number of alternate configurations. Generally, the two components (A and B) could be 
physically mixed (e.g. core and shell vs. A dispersed in B vs. B dispersed in A), each with or 
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without cliemical bonding between A and B or since the components are polymer networl<s, 
they could be combined such that these networks are interlaced within one another. Tamori et 
al. teach a composite polymer particle where the constituent polymers form an interpenetrating 
polymer network (see claim 12; instant claim 26). Further Tamori et al. also teach that 
polyorganosiloxane polymers are included in this composite (see column 4 lines 35-37; instant 
claim 25). Thus since it was known to one of ordinary skill in the art that a silicone composite 
particle could be configured such that polymers formed an interpenetrating network, it would 
have been obvious to make the polydimethylsiloxane/polymethylsilsesquioxane composite of 
the modified Kanno et al. reference where these polymers were arranged in an interpenetrating 
network. The reference does not teach the proportions of polydimethylsiloxane and 
polymethylsilsesquioxane used in the composite powder. However, at the time of the claimed 
invention, it would have been well within the purview of one of ordinary skill in the art to optimize 
such a parameter as a matter of routine experimentation. Therefore claims 25-34 are obvious 
over Kanno et al. in view of Harashima et al., Fukunaga et al. and Tamori et al. 



Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to CAfRALYNNE HELM whose telephone number is (571)270-3506. The 
examiner can normally be reached on Monday through Thursday 8-5 (EDT). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward can be reached on 571-272-8373. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/791,326 Page 6 

Art Unit: 1615 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Caralynne Helm/ 
Examiner, Art Unit 1615 



/Michael P Woodward/ 

Supervisory Patent Examiner, Art Unit 
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